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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 17(e)5 was filed in this application after final rejection. Since this appHcation is 
ehgible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 23 June 2005 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-16 have been considered but are moot in 
view of the new ground(s) of rejection and due to the cancellation of claims 1-16. 

3. The old rejections have been withdrawn in light of the cancellation of all original claims 
and the addition of new claims. 

Claim Objections 

4. Claim 22 is objected to because of the following informalities: the limitation "wherein 
the web page source associated with the access request (Une 7)" is a sentence fi*agment. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 17, 20, 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bienvenu et al. (6,526,438) in view of Knauft et al. (6,654,754). 

7. For claims 17, 20, 22, Bienvenu teaches a system (abstract) established in a 
communication network (col. 1, line 1 - col. 4, line 22) corrprising: 

a. A data manager (col. 5, line 65 - col. 6, hne 40), for storing: 

i. Subscriber information for a first set of paid subscribers (col. 5, hnes 55- 
65); 

ii. Partial subscriber information for a second set of paid subscribers (col. 5, 
lines 55-65), and 

iii. Metadata describing the subscriber information for a non-paying non- 
subscriber (col. 5, lines 20-30); 

b. A transmission source determiner (Fig. 1, #30), for receiving an access request to 
the data manager from a transmission source (col. 10, lines 55-65), and for determining 
whether the transmission source is one of the first set of subscribers, the second set of 
subscribers, or the non-subscriber (Fig. 1, #32); and 

c. A response unit (Fig. 1, #36), for 

i. If the transmission source determiner determines that the transmission 
source is the first set of paid subscribers, transmitting said subscriber information 
to the transmission source through the communication network (Fig. 1, #26), 

ii. If the transmission source determiner determines that the transmission 
source is the second set of paid subscribers, transmitting said partial subscriber 
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information to the transmission source through the communication network (Fig. 
1,#31), and 

iii. If the transmission source determiner determines that the user is one of the 
non-paying non-subscriber, transmitting said metadata to the transmission source 
through the communication network (Fig. 1, #16); 

d. Wherein the subscriber information comprises full unrestricted access to an 
information site (col. 10, hnes 15-40: full access subscribe to all publications and gain 
broader access rights); 

e. Wherein the partial subscriber information comprises partially restricted access to 
the information site (col. 10, hnes 15-40: partial access includes at least one but not all 
publications and/or some but not all access rights); 

f Wherein the non-paying non-subscriber has no access to the information site (col. 
4, Unes 60-62; col. 6, lines 20-25). 

8. Bienvenu does not expressly disclose that metadata comprises a textual description of the 
subscriber information, a keyword related to the textual description for preparing a search engine 
keyword index, and subscription information describing how to obtain access to the subscriber 
information and the partial subscriber information. 

9. However these differences are only found in the non-functional data stored on the article 
of manufacture. Data of the above types are not functionally related to the substrate of the article 
of manufacture. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 
404 (Fed. Cir. 1983); In reLowry, 32 F,3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 



Application/Control Number: 09/854,6 1 7 Page 5 

Art Unit: 2145 

10. Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to store any data in the fields of the article of manufacture as shown in 
Bienvenu because such data does not functionally relate to the substrate of the article of 
manufacture and merely labehng the data differently fi"om that in the prior art would have been 
obvious matter of design choice. See In re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA 
1975). 

1 1 . Bienvenu does not expressly disclose information regarding search engine robots. Knauft 
teaches a system (abstract) of providing information to search engines regarding restricted 
documentation (col. 1, line 1 - col 3, line 15) comprising: 

a. A data manager (Fig. 1, #1 10) for storing metadata describing the subscriber 
information for a search engine robot (Fig. 2, #216); 

b. A transmission source determiner for determining whether the transmission 
source is the search engine robot (col. 5, line 65 - col. 6, line 30; col. 5, line 65 - col. 7, 
line 15); 

c. A response unit for if the transmission source determiner determines that the user 
is the search engine robot, transmitting said metadata to the transmission source through 
the communication network (col. 5, line 65 - col 7, line 15); 

d. Wherein metadata comprises textual description and keywords related to the 
textual description for preparing a search engine keyword index (col. 6, lines 30-65). 

12. At the time the invention was made, one of ordinary skill in the art would have added 
Kjiauft to Bienvenu in order to allow restricted data to be indexed (col. 2, lines 30-40), Knauft 
having been designed to work with restricted document systems (col. 1, hne 55 - col. 2, line 5). 
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13. Claims 18, 19 are rejected under 35 U.S. C. 103(a) as being unpatentable over Bienvenu 
and Knauft as applied to claim 17 above, and further in view of Wyngarden (6,694,365). 

14. For claim 1 8, Bienvenu and Knauft do not expressly disclose the details of their 
authentication mechanism. Wyngarden teaches a system (abstract) of providing restricted 
information to a user (col. 1, line 1 - col. 3, line 30) in which an information communication 
terminal, for accessing the information site on the communication network (Fig. 1), and for 
obtaining information available at said information site (Fig. 2; col. 4, lines 5-20); wherein a 
request for said information and identification information for said information communication 
terminal is transmitted to acquire said information (col. 4, lines 11-13); wherein when said 
information falls in an access right range that is set in accordance with said identification 
information, said information is provided by said information site; and wherein when said 
information does not fall in said access right range, metadata for describing said information is 
provided (col. 5, lines 25-35). At the time the invention was made, one of ordinary skill in the 
art would have added Wyngarden authentication processes in order to determine details of an 
essential feature and further in order to preserve segregated areas to maintain user access 
separation (col. 3, hnes 15-30). 

15. For claim 19, Bienvenu teaches that said metadata obtained from said information site 
includes text data for explaining said information (col. 8, line 65 - col. 9, line 15). 

16. For claim 21, Bienvenu teaches that each access right of a user for said main information 
is registered in the user register (Fig. 3, #100), but does not expressly disclose that wherein when 
a user ID and said access request are received and registered in said user register, said 
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transmission source determiner notifies said response unit of a range of said access rights of said 
user indicated in said user register; and wherein said response unit generates a metadata response 
comprising text data for describing said main information, in accordance with said range. 
Wyngarden teaches these hmitations, as shown in the claim 18 discussion. At the time the 
invention was made, one of ordinary skill in the art would have added Wyngarden authentication 
processes in order to determine details of an essential feature and further in order to preserve 
segregated areas to maintain user access separation (col. 3, lines 15-30). 

17. Claims 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bienvenu 
and Knaufl as applied to claim 22 above, and farther in view of Weil et al (6,907,423). 

18. Claims 23-25 are drawn to the limitations in claim 22, but add that some search engines 
may be registered so as to gain more information. Bienvenu and Knauft do not expressly 
disclose the added limitation. Weil teaches a method (abstract) of obtaining search information 
from restricted content sites (col. 1, line 1 - col. 3, line 55) in which the search engines are 
registered (col. 8, lines 15-40) for the purpose of controlhng information received by the engine 
(col. 5, lines 10-55). At the time the invention was made, one of ordinary skill in the art would 
have added Weil to Bienvenu and Knaufl in order to allow selective access to content via search 
engine (col. 2, lines 35-45). Therefore, since claim 22 is rejected, claims 23-25 are also rejected 
for the reasons above. 

Conclusion 

19. The prior art made of record and not reUed upon is considered pertinent to applicant*s 
disclosure. They regard access and searching methods for restricted content sites. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin H. Pollack whose telephone number is (571) 272-3887. 
The examiner can normally be reached on 8:00-4:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal D. Dharia can be reached on (571) 272-3880. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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2 September 2005 
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